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Do Those Plans Infringe on My Plans? 
Depends Where You Are
Ben Patrick

The primary intellectual property protection 
afforded for construction designs is copyright, 

which protects the author of construction designs 
against having competitors steal their unique designs 
and creativity. Copyright infringement occurs 
when someone other than the author or a license 
holder reproduces the copyrighted work, prepares 
a derivative work based on the copyrighted work, 
or prepares a work that is impermissibly similar to 
the copyrighted work. Generally, an author must 
prove three things in order to demonstrate copy-
right infringement:

•	 The author is the owner of a valid copyright in 
the allegedly infringed work;

•	 The defendant had access to the copyrighted 
work; and

•	 The allegedly infringing work is substantially 
similar to the copyrighted work.

The defendant’s work infringes on the author’s 
copyrighted work only if it is substantially similar 

to the author’s copyrighted work.1 In the context 
of copyright infringement, substantial similarity is a 
term of art. The exact meaning of substantial simi-
larity, and the process for determining whether one 
work is substantially similar to another, varies from 
jurisdiction to jurisdiction.

The U.S. Court of Appeals for the 
Ninth Circuit’s test for evaluating the 
substantial similarity of two works 
entails a bifurcated analysis.

This article analyzes how different federal court 
circuits have articulated the test for substantial 
similarity in construction designs. As will be dis-
cussed herein, the differences in how various fed-
eral circuits articulate the test have major effects on 
how copyright infringement cases in those circuits 
should be prosecuted. Among other issues, how the 
substantial similarity test is articulated in a jurisdic-
tion has a substantial effect on how expert witness 
testimony can be used in a case in that jurisdiction.

THE EXTRINSIC/INTRINSIC TEST
The U.S. Court of Appeals for the Ninth Circuit’s 

test for evaluating the substantial similarity of two 
works entails a bifurcated analysis.
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First, the court performs the “extrinsic test,” and 
objectively considers whether the two works share 
substantially similar ideas.

Second, the jury performs the “intrinsic test,” and 
determines whether an ordinary observer would 
perceive that the two works express those shared 
ideas in a substantially similar way.

The U.S. Courts of Appeals for the Fourth2 and 
Eighth3 Circuits also use this test.

Extrinsic Analysis Stage
The extrinsic test involves an examination of 

“specific criteria which can be listed and analyzed.”4 
Expert testimony is often admissible to help iden-
tify these criteria and inform the court’s compara-
tive analysis.5

Intrinsic Analysis Stage
If the court finds that the two works share copy-

rightable ideas, the case advances to the fact finder 
for the intrinsic analysis. This test does not hinge 
on specific objective criteria. Rather, it asks what 
“the ordinary reasonable person” perceives about 
the two works. Expert opinions are not relevant to 
that inquiry.6 Thus, litigants generally may not pres-
ent expert testimony during the intrinsic stage of 
analysis.7

The court reversed the district 
court’s judgment and ordered a new 
trial to determine whether the two 
works contained substantially similar 
designs.

In Rottlund Co. v. Pinnacle Corp.,8 the Eighth 
Circuit vacated a jury verdict because the district 
court admitted expert testimony during the intrinsic 
stage of analysis. There, the plaintiff sued a group of 
homebuilders and an architectural firm for infring-
ing its copyrighted architectural designs and works.9 
Before trial, the district court performed the extrin-
sic test, granting partial summary judgment for the 
plaintiff after finding that the ideas expressed in the 
defendants’ technical drawings were substantially 
similar to the copyrighted works.10

At trial, certain of the defendants presented the 
testimony of an architectural expert witness. That 
expert created electronic overlays of the townhomes 

at issue, and “testified regarding the differences of 
the key elements of the [architectural] plans.”11 He 
also highlighted disparities in the kitchen designs, 
gabled entries, and stairways of the two town-
homes.12 Ultimately, the jury found that none of 
the defendants’ drawings or works infringed upon 
the plaintiff ’s copyrights.

On appeal, the Eight Circuit reasoned that the 
“only issue before the jury was whether the expres-
sion in [the defendants’] works was substantially 
similar to the expression in [the plaintiff ’s] works.”13 
And because expert opinion is not relevant to that 
intrinsic analysis, the district court abused its dis-
cretion in admitting the expert’s testimony.14 Thus, 
the court reversed the district court’s judgment and 
ordered a new trial to determine whether the two 
works contained substantially similar designs.

THE INTENDED AUDIENCE TEST
Other federal appellate courts, including the U.S. 

Courts of Appeals for the Sixth, Tenth,15 and D.C. 
Circuits,16 use a different bifurcated analysis to deter-
mine whether two works are substantially similar.

In step one, the court identifies what aspects of a 
work, if any, are copyrightable.17

The second step asks whether, from the perspec-
tive of the work’s intended audience, “the allegedly 
infringing work is ‘substantially similar’ to the pro-
tectable elements of the [copyrighted] work.”18

This test is also referred to as the “abstract filtra-
tion” test.

Protectable Elements Stage
The first part of this test is a question of law 

that requires the court to “filter out” elements of 
the copyrighted work that are not copyrightable 
(hence the “filtration” portion of the “abstract filtra-
tion” test).19 Because courts are reluctant to admit 
expert testimony on questions of law, the Sixth 
Circuit and D.C. Circuit “apply a more stringent 
standard [than the Ninth Circuit] regarding when 
to allow expert testimony on the first part of the 
test.”20 Nonetheless, these courts will admit expert 
testimony so long as it helps to “identify whether 
there are original design elements present” in the 
plaintiff ’s work.21

Substantial Similarity Stage
During the second prong of the test – the sub-

stantial similarity analysis – the Sixth and D.C. 



Volume 32 •  Number 10 • November-December 2020� Intellectual Property & Technology Law Journal 3

Circuits apply a more refined standard than the 
simple “ordinary observer” standard of the Ninth 
and Second Circuits. This standard asks who is the 
“ordinary observer” of the copyrighted work? That 
is, who is the intended audience?22

Under this standard, expert testimony is prohib-
ited if the intended audience of a copyrighted work 
is the lay public.23 However, if the intended audi-
ence is expected to possess some specialized exper-
tise, “the specialist’s perception of similarity may 
be much different from the lay observer’s, and it is 
appropriate in such cases to consider similarity from 
the specialist’s perspective.”24

In other words, litigants may use expert testimony 
if the trier of fact should consider the substantial 
similarity determination from the perspective of a 
specialist. The expert’s job in these cases is “to edu-
cate the trier of fact” about those elements of a work 
for which the specialized audience will look.25

The admissibility of expert testimony in courts 
applying this test thus hinges on whether the 
intended audience for architectural designs is the 
general public. No court has specifically ruled on 
that question. However, litigants may be able to 
introduce expert testimony by arguing that their 
architectural designs are not targeted at the general 
public: such designs are created to help construc-
tors, engineers, and other specialized audiences cre-
ate buildings.26

It is critical to conceptually distinguish 
between the designs themselves and 
the built structure.

It is critical to conceptually distinguish between 
the designs themselves and the built structure. The 
intended audience for the built structure is likely 
to be the general public. But that is a wholly sep-
arate copyright from the copyright in the design 
drawings. And, as discussed earlier, design drawings 
do not infringe on built structure copyrights. The 
general public almost never sees the design draw-
ings for a building, and few would argue that the 
general public (rather than contractors and other 
designers) are the intended audience for design 
drawings.

Thus, one should be able to convincingly argue 
that design drawings are intended for a specialized 

audience of construction professionals. If the court 
accepts this argument, expert testimony should be 
admissible during the substantial similarity analysis.

THE ORDINARY OBSERVER TEST
The U.S. Courts of Appeals for the First,27 

Second,28 Third,29 Fifth,30 Seventh,31 and Eleventh 
Circuits32 use what is commonly referred to as an 
“ordinary observer” test. A court summarized the 
“ordinary observer” test for substantial similarity as: 
“where an average lay observer would recognize 
the alleged copy as having been appropriated from 
the copyrighted work.”33

A court summarized the “ordinary 
observer” test for substantial 
similarity as: “where an average lay 
observer would recognize the alleged 
copy as having been appropriated 
from the copyrighted work.”

Expert testimony is usually admissible if it will 
assist the trier of fact with deciding whether an 
infringement occurred. The expert must rely on 
copyrightable expressions when analyzing the sub-
stantial similarity of two works; if an expert relies 
on uncopyrightable ideas, the report and testimony 
are excludable.34

It often comes as a surprise to architects and 
engineers (and lawyers) that juries may be asked to 
decide if a particular construction design infringes 
on another design without the aid of any testi-
mony from experts. Nevertheless, such is the case 
in many states. The lawyer who is forewarned is 
also forearmed, and can structure her or his case to 
take advantage of the state of the law in the state in 
which the case is venued.
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